AS described in the specificatton, .his novei tape is useful for *e flying spiioe 
.echni<,ue of ..placing an almost fully unwound roll of paper wfth a new roll wM,out having 
to stop the machine which is working with the rolls of paper. 

Claims 1-17 stand rejected under 35 U.S.C. 103(a) as obvious over Wienberg, the 
U.S. equivalent of DE 19628317, either individually or in view of the bandteULf 

Adhesives . 

AS the Examiner sees it, Applicants' dalmed tape differs primarily in seleotbn of 
a film, as opposed to a paper bacKing. The Examiner indicates that he ".ef/eves: that one 
of o^inary s« is aware of both the advantages and disadvantages of both paper and f„m. 

Alternatively, the Examiner cKes page 725 of the Handbook of Adhesives as teaching that 

paper and film backings are often used interchangeably in the art. 

The Examiner may have misread the Handbook, however. Nowhere at page 725 
does the Handbook teach that paper and film backings are MterchangeaWe. To the 
contrB-y, a fair reading of page 726 will show that paper and film backings are used 
dWferenfly, have to be treated differently and have different properties. 

Thus, those skilled in the art reading the Handbook reference would never subsfitute 
a paper backing for a film backing or a film backing for a paper one for any particular use. 
Those Skilled in the art reading page 726 would understand that paper is appropriate for 
certain applications, because of its properties, while film is appropriate for others. 



The Wienberg reference is quite emphatic in stressing that the adhesive tape 
disclosed therein must have a paper backing (see col. 1 , line 48). 



The 



Example of Weinberg teaches the use of crepe paper (see col. 3. line 34). 



No person skilled in the art would see film as "interchangeable" with crepe paper. 

Of greater importance, however, is the fact that there is nothing in the Weinberg 
reference that would suggest, or even allow, a film backing. The adhesive tape of the 
Weinberg reference is for a specific use. and nothing in either reference would suggest that 
a film backing could or should be substituted for Weinberg's paper backing, or that such 
a backing would even be workable in Weinberg's use. 

In the absence of any suggestion that would lead to Applicants' claimed tape in this 
combination of references. Applicants' tape cannot fairly be seen as obvious over this 
combination of references, and the rejection of claims 1-17 under 35 U.S.C. 103(a) as 
Obvious over Wienberg, the U.S. equivalent of DE 19628317. either individually or in view 
of the MonHhnnknf Adhesives should now be withdrawn. 

Claims 1-17 are also provisionally rejected under the judicially created doctrine of 
obviousness-type double patenfing as being unpatentable over claims 1-12 of copending 
application no 09/518.463 or 09/490.709 in view of the H.ndhr^ok of Adhesives . Second 
Edition (1977). chapter 47. Here, as in the previous rejection, the Examiner contends that 



the claims are substantially identical except for Applicants claiming a film backing instead 
of the paper backing shown by each of the cited applications. The Examiner again relies 
on the Handbook of Adhesives for what he refers to as "showing the well known a. least 
partial equivalence of film versus paper backings in the adhesive tape art". 

As discussed above, however, the HandbookofAibasiffiS teaches exactly the 
oppos^e of -equivalence" of paper and film. There are film backings and there are paper 
backings; each of which has specific proper«es which lend them useful for specie 
applications, and each of which has to be treated differently. Thus, the timSM 
teaches that paper backings used with pressure-sensiflve adhesh/es a,e almost 
universally imp^gnated with some sort of r.bbe^ material. Films, on the other hand, are 
usually coated with a primer, according to the Handbook, to improve the bonding of the 
adhesive. 

Thus, film backings are not at ail -equivalent- to paper backings, and neither 
suggests the other in the context of the 09/518,463 and 09/490,709 applications, which 
concern adhesive tapes for specie uses which require specific pmperfies and capabilifies. 
There is nothing in e«her reference that would suggest that film could be substrtuted forthe 
paper backings in the disclosed use. There is therefore no motivation to make such a 
change. 

in the absence of some suggestion or motivation to make the changes necessary 
to arrive at Applicants' novel tape, the re)ec.k,n of claims 1-17 under «,e Judicially created 
doctrine of Obviousness-type double patenting as being unpatentable over claims 1-12 of 



copending application no 09/518,463 or 09/490,709 in view of the Handhmkofftdh^sive^ . 
Second Edition (1977), chapter 47 should now be withdrawn. 

Claims 1-17 stand provisionally rejected under 35 U.S.C 103(a) as obvious over 
copending applications 09/518,446 or 09/490,709, each in view of the Handbook of 
Adhesives reference. 

Although the Examiner does not provide a detailed explanation of what he sees in 
each of these references that he contends renders Applicants' claims obvious, the 
Examiner does indicate that he repeats the combination rejections ...as was earlier set 
forth. 

This rejection is therefore made upon the same reasoning as the previous one. and 
Applicants' explanations of why the previous rejection is not correct and should be 
withdrawn are equally applicable here, and are incorporated herein by reference. 

The provisional rejection of claims 1-17 under 35 U.S.C 103(a) as obvious over 
copending applications 09/518.446 or 09/490,709, each in view of the Handbook of 
Adhesives reference should accordingly now be withdrawn. 

In view of the present amendments and remarks it is believed that claims 1-17 are 
now in condition for allowance. Reconsideration of said claims by the Examiner is 
respectfully requested and the allowance thereof is courteously solicited. 

mNnmoNAi petition fo p FYTFM.ginN of time 
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If any extension of time for this 
that this be considered a petition therefore. 
Deposit Account No. 14-1263. 



amendment is required, applicants request 
Please charge the required petition fee to 



^r^niTlDNAL FEE 



Please charge any insufficiency 
Account No. 14-1263. 



of fee or credit any excess to Deposit 



Respectfully submitted 
NORRis, Mclaughlin &^arcus 



WCG:tmo 



William C. Gerstenzang 
Reg. No. 27,552 



220 East 42nd Street 
30th Floor 

New York, New York 10017 
(212) 808-0700 
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de^SKh the united States Po^^^J Se--^^^ 
first Class mail in an envelope addressed to . 
Assistant Commissioner for Patents. Washington, 
0.0-20231 »n July 26. 2DP2 
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MARKED-UP COPIES OF AMENDED CLAIMS 
^, , J'Tu AMr,P,c; PFIATIVE TO PREVIQUSVERSIONS 



Claim 1 (twice amended). An adhesive tape with adhesive front side and 
nonadhesive rear side and two long edges for flying reel change, having 

(P1 ) having a front side and a rear side and which is coated on the 



a) 



b) 



c) 



a film backing 
front side with a self-adhesive composition (N1), 

part of the nonadhesive rear side of the film backing (P1 ) being equipped with a 
double-sided adhesive tape (DO) which Ihas, on one side.l is comprised of a 
cleavable system (P2) coated on both sides with self-adhesive composition (N2, 
N3), wherein 

the double-sided adhesive tape (DO) is arranged at a distance (V) of 0-15 mm. 
from one long edge (LK) of the adhesive tape. 



